Application No.; m$$M$ Attorney Dke No.: i&OT^H?; 

ittmiiter; Domhusch, Dianne 

: MM.ABMM: 

&mm l) ihtiWgii M ^■^^^} xl $'^-^--WP^^^ My d& amendment, 
ebims 2.1, 43. 47, and have been amended : Roconskieiat ion and whklrawa! «f the 
^jeelfe|p:i$ 3t;<|peM«4 fH. vlpw pf the impgrnixg changes u:> the daim* and the following 
remarks. 

The i^U(>vViSg-:re!^t^^--aj^- : i^t^^d UrM^fess allof the groyne!* IwrejeeOng the 
claims set it>#h m ^^f^x%:^(W^Ae^n, 

Gkm\$ mmMM,m$ m4zmm^mm$®®faM u.sx-. § i$3$#.as being 
^«p»bb : ^r S#ne«d#|i et ab ^^^0^*2^i^w^f bl Ga^ycdi tUSP 
o ? i50J4^^ in.^»«j^i^2^- 
were, resected under 35 U .S.C. | 1 03(a) as being impatemable ove? the mffibinaiion: of 
^n^^fedi^^ll'^^j'erfi;;^,^^ In isriher view of Kalke at ib'b 
Hl0^iOm^1 b. Abo. chmnn Sn and $4: \VMvm$mmt under 35 U J.C5J: 1 01(a): as Mag: 
unpatentable over d*c eombinamm of Sonneuseheiu. U Gazuyerii. and Kae« m farther 
view of Reed (L^ 2003/0 Clmm 4#4? were rejected ever ihe combination of 
Sonueuseheiaand f! Uaynyerh. !%mlty, claims 4 

combination of Sonnenschesn and Bi fia/ascrii in fuMm view oi'Kallue. M&ont 
acceding to the :gm a nds fm rejeeti ng i he eM«m . A pp:l k m it respond s as fol I o w$; 

laestaMt^yaprm^ under S5 lbS.C;. § 1 03(a) in view 

of a reference or c;<^bi«ib{Y of '«^fi^K^-A^^to*&e^a nnftt be met. hirst, there 
must he some suggestion pt tttpittWuto^ in the 

^^pKipilife tft one of ordinary skill m {he am lo modify ihe reference 
or toeombine reference: teachings, SecotKUhere must be a reasonable expectation of 
success. Third, the prior art re&reneeii^y must teach W suggest ai l tlte: elaltn tnnittibns^ 
Ottfftte eaii only be estaii&hed : by combining or nit%H ly ing the teachings of the 
prior art to produce the claimed nvventibn wtet there is some teaching, tniggevsuoa or 
pollva&n to do so found eitherexpileitiy m Imptestlym the: relfereneos thesnsclves or in 
the knowledge genemby availabkao ctne ofordmary skill in ihe art Finally* in 
determining i|5edi:l|erenep. bet ween die prior art and the claims she question under 35 
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Auorney Bki. No.: limmMWU 



U . SvCv I 103 fa) fa: \iM\vh£X\i& th& d i$fe$& mm it ietB^ h ^ ^ x^tilcl km-t : h^m: xtiwmm, hai 
whether die ^faiiikd wft^te--^iild haw 'been obvious, 

A* CiaiMS l!r42 

Claim :3 •! ifedtes, B;-0icllrf:' : :fo prterapg a medtelpp)^ ure • thai: .includes, few 
Ski, the ^i^ps of '^^ai^^^'^v^iib^ wi^lii a holfew body &fgira?i»-:d : 1^*bic--s^^ 
transfer advaMl^g a pltefti^^ 

i>Mr;Uife. m#::|%ft#ig &.tte*#: %M wiihffi the hollow boil); orgaft with ibe plicat Ims 
4ipm^ By tho pritserii am^ndmwii el aim 21 l^as been aui$s xklml to .mcfie itiat $m 
^IfeaifeM debase :B :M»rf.tfe«igli * ■gilumgn .^fejt^M^ m^mM-,, mil thm (be 
pUmipix d&vlce cotnprNes ^r; mh of-h^^ to MMl g^ 

felliiX^ll^2^lAir.Siiy>.- w Suppon for du^e amendn^m* is pros kted ihrougbout ih^ 
^pecitkation, ;soeh^s> &>f&^ 01)79 a&d 0253, and ;&t FfiiJS. &&>B and 

netted thai meh^ks the rmi^M^f^,^- 

*• ad:Mnci ngi >v an o vet^^ of ne s te* f e S mim is" " mxHxi the 

hoftcvw fH^y organ; 

* traiiiis$itk>n ing- tlte: 0%^ert.u:be 1o b-i%M si» "by i-mpi^ing a iload that efcanps :ihn: 

* pi ieiil f f ^lex^ i h i^:>i jgli a I iii^ lei v d etl ned h> K " the rt vi l^e ; 

* advancing a plicmk>E <i$vSc£ **##r : ovori^be lias tmnsitfei^d to the rigid 
stater or 

mMn . t fee : holli) w fep# ' " : 
TThe : Clllif &dsoe pag^s. 2*3$: M^^fhs ^immiim:^h^ # :of;& 
end ose^pa 40 ile^crfbM a i p>raf r a pb 1 & o i "the Son n^mehei n puhl icaiidn a& 
eor respond ill g mih the reeded o ve m he, and a Si a ph rig as soi^hly 61 . U %<*s 
corresponds^ with tito:- 'ra^c£iif^<% i f^lirc^^^iiF'^fe^^^i. Somp^eheln, however, does ml 
describe 6L MA 'Ihrouyh a loosea" of 

^ndpeopo #0 , : nor' does- ft- describe or : sogges!. ad v^iidtig ' K Saphng as^m hly '61.,. (>^1 ; ^ 
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AppiimionKo.: I (J/7 34,562 Attorney Dkt U M S NZ025 4 2 

Examiner:; I3^rnl)i^h, Dj^iw 

*'sdktte Filially^ itw miplmg 

assembly 61. 61 A of the S oiiii^l^i^f^i n docs not incline the polled ^-p?ur pi 
m^vafe! .!? j aw? adapted to engagg #tfefe fhs ! H) II (> w m$$$C '■ 

Figure 5 of ite S&rineii^e heiri pu friieatlon reprod u eed be fo w : id )i§hi ! he 
Ol ike Action sfeteih:a:i "ihe plkatlw device' the ^tapl:i% ^^fe^--6l> 6 1 A] is 
ad vanee chrouglt the overtake \ the endoscope Ml f in the , S 

rnanufeciiiniig process since when die overtube is plaeed Imo the p^j 

is both aj^ in the j j | r ^§2 

S^nneBseheln p#!katlon m&m mymommbfa :mw$mmmi€ 1 1 |. I 

the HmiiM^s mdiM mtMm 2L M-m th^kmii^ imVwIWt^;. f I j 

does-Soft^ MJ 

a p!i eg -de vice,, -.mile! v.te&S: whet her \ m smp ling. efeo venial* J <. MA f j; :j 

arc *i*dmk:ed . , > ^bro^aff ' the eecioseope 40 durms* that process, i I | 

S hose Soling ^iemeftls 6 ! v 6 1 A : ketede an arral aruf a staple i I 

cartridge, (see, e.g., HyS, MA-B), whkh ocoupy feed positions \: \ W^%iA 
m the endoscope. £ikrc ili&r^fe^ speculate thai 
mm pmm m ..mmU fee; "ad vane^d ihm tsglf ' fe endoscope 



Rig. 5 

located isad aitaei^ jfcksv 

: Porp^en mm i f : th<? * = rn^ft t^ o f iho Soniiet^e Ee m device- was a$ : " 

descri bed iir the CMfe^^ of the ^\^r$c.tog : a plication 

do v lee" 1 1 mitat bit of :dmm 21 io mad on a mp& f a- d^icc ^nnl^cUiri:rig ; process is 
ej .i mr$ i^iroa^onpte! e . During examination^ the Qflke dolern>inos t .Ik? scape o f 
applioaiion claims vm- soki^ $m ik$ i3mm Imgmm, imi upm :$mtig .sMxm- 
their roasoi)a|)li* eo3>^f nietloti "In light, the tpeciiiemion ; apl wouikl^e. 

interpreted ^ the an." In ie Am; : Am& o^Sd; l^h, Ctr„ 

H k^;&i| p lai il l > and rcusonabh^ relors to a ^icp of a mod fea! pmcf du^, ntvt of a 
m<mul^c;turmg ;p^€&& jRor^i k^i these reasons, tho:|oimer^te Hi 
: 'desea.be^o.r: suggest tho^feove-rek^i^^d IkniMrk>M 



Hi pi' 



1 he Bl ChiMverll and $mw pMvtm mi liw K^km uttd lieed puhf fc^&ns do noi 
describes & Method that meiudes the steps ol ^dvaocing plkatfon device through a 
m aiimilsw^ m^'m^M^h ihtpU^lm^ 

to engage tissue f'he Ofitee Aclim contains ^g|«pri; iB its attempts U> show 
otherwise, 

m $ih&4 tlm k\ci^mi\m $i#p ^^mkmm^im mm$h# mmpmmm & pluitiii fry of tested- 
elements" \mi & hollow body orgmt 
1 He Office: ^Mpjiji^ thai lie 

ai$$a$&ni^ an w ovwt nb&f " that 

mci:ude$ nested m:\im Mm 

^an;e:kides ib&t M ;» ul d h a v e ■ k*gu 
ob vk>M W ^iibstitute the "kit^ee^^n^d . 

of the S^nnensefeln deviee, Bist B\ 
QmmM f$ /IMenlngJev im lb ha ving ^ 
llnk&p 2i rs mn an ^vermbe" through 

@a^^Yepi'i : %; %t^nio.g device : I &. hymelf 
advanced through a ^| felfete elongated 
cmlioii I ihat extend & tlvrmigh t|iic ^^ptegte:Mih€ patient (See FlCi 1 &b*>w)* 'The 
conduit 12. h^w^ver* -^is^^^'^^p^^ ^^;pl'PT^H^ ':^C i;^sl^d ; ^^n$e^t^ : J" Tfo$ Olfiee 
feiiisr* he:twee& npn-ecpilvafeni:. 

eon ipoMn is oil he Bo nn e n^ehein and B ! (3a£^er! ? : $ptei;n^ and tlien pi xpo^ a 
substiuiiiou of one for the other, TSxh h not 3 suilkknt basb :fqr ^siablis^in^-i^piimii 
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Application No.; 10/734.562 
Exam mm Oomhuseb, Pkmne 



facie case of obviousness, Aeeordin||iye ihi mmihl^ixlimpmpmpdm the (Mllce Aexbn is 
noi supported by she teielti ngs o£ the reierenee:>, 

.^m«h^ex««^teyift:#S^i%^ Saner patent «^::M^,:A-eii^=^mi^::^ 

* Soanenschdn leaches "a single device thai k mMfiM Into iM body of the patient 
instead oifiwp;sepapge ^«n>.p»»!ents:whm^«nc: Is inserted; prior 10 the o&eroaef'' 

* Bauer shows a pheaf ion #vl# it^ti^ as a single device or througlt 
amovertubei.and 

.* ^because the- insertion means ^t^^^i^-^tiM?^ bite of ordinary 
skill m the ai* wonkl have found it ^ -a^. ^^ndb^fl^e- : ^»^.ii»^i^j%i^efl 

or M accessory tube instead of inserting « single device. 
I'feeAs^^ Insertion m&-ms were: -art- 

fecogili^d equivakHits" fm all purposes, Wltiie the Salter paiem:may describe Midll'ple 
c?abodpTent s of its d iseased devices, there is hothiig to suggest livat ibis- tea elisiig 
universal!) applicable, nor ihui it applicable u« the Sonncnscbctn device and method. 
Moreovepewntftl^^ 

of obviousness of apy of the pending claims, lie combination of $mmnm\m\ n, ff 
Ga^ayerll arid Saner still MM to teach tbe ab»ye^identllled limitations recited in claim 
21. 

another example, imihs rejection of claim 26, at page 9. : the 0r1ke Action 
states that ^ 

stomuch." bin that it t^ikw.*«Of««e-%--VkwW^ mmm$. 

m the particular procedure to have several Mm m order to reduce die si^of the 
stomach." Thlsls pare h^ and is 

therefore improper. Sonnenaeltein describes a na^doplicatlon apparatus and method 
hpiipg atplMsig #' : -^-wjth '^iiteing the si^e td'tlte sHstnaeh,'' The Ollea Aetton grses 
on to meorporate rhe«alfe» |>»bik#t^. .sMfegilbat Kadoo shows a "plurality of fxdds 

f tl^ pnge J of tlte (Mee Acponl that 

Sonnenschcjn teaches advancing a plication device (be,, a first eonmenent} through an 
oyertuhe (a second component ) "In. -the manitilmnrlng process" " 
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ApplfcatiOT No,: J mMX Attorney Dkl No,: If %m?$$ ) ,2 

Ex mm rim : t$mibmtii, : Wmm 

total Mm- o f the mmmkr There is siiiiplv no support; for tins c^iu^idn bec|o^ 
Sonnensche m, i lie prl mary :;rgf^ic»i the mm of fe- 

sl^lack; 4< ?o draw on liin^glM know ledge ofihe jM&Miti^ 
does hoi contain or suggest that knowledge, is to use the invention m a template for its 
ovm r^smst^ determine 
patentabi lity /* $i y n^dmes: Inc. v. iMjgflii. 81. 3| Up^2tl 1551, 

(Fed. €k t#6), e& inc. . 721 ¥M 1540, 1553, 220 

IISPQ 303, 3 1 24 5 (Fed; C: ir. if 834- :v> Th& inventfon must be viewed not after the 
fe!iieprint ; i^e-R; : dra:wn \m the inwriton but as it wmM Mmhmn perceived in tim - 
of t he art to existed at ilk: time fe in vention was made/' 14, dltiilg jj^com^ci 
I^TOife ?/4f.2<f II 31 H.;3t> USPQ 543, 547 0ed. €k 1985), 

HolMng m the efe^^ 
Applicant's claim 

AeeoHSinf !\% bgeause at t^st-;|he Iwegoing element* rmmi m $Mm 21 are not 
■irsefose^ taught M Migpsled By lb 

Sooitetiseheiij wiii}M md because ^(^^..^^^M}m 

io set iippf^pomfe fej&ttla^ iri the manner 

|>rc)posed irrihf COT of cimm 

2L The clsiij^ 

T:Un#ngto &1aim 43 r that tMm r&cMmxmmhwl for perfoniaing a pedical 
pi wed tire ilia £ : i:j>e|o.ci m, imer alhLikc steps M advaJieing a imp body h im ng a p 11 eat 1 01 
ie^iee w|t^ I n a holto w b0% : isrg^ .M : ;a:.::tk^il>fe : state* tmnsitianbtg the niaiti body (o a 
tlgid stjue, and forming a xmm fold within tile hoj low :: l^^#i^^¥*th the phankm 
iievke,. By t!i^ : pT©^e?TL .^n^#n^t,-e^iirn 43 km been amended si reebe tkn tie 
pikm k^n: d^\viee is 'jp^^^fejt^ir v a Mmxl rmm® &f ilie iMm bo%, and ift&t the 
plication ■ de vi'ee e bnii pr \ mi tis sue with in die 

. ;MkMJ2Si!iIi:^0<" Support for these amendn^nts h pmyi4®& Xkmtgfamt $m 
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spec 5 1 ka ij oil smjk as* hx m&mpl% m. paragraph s (Mi9 and 0253^01-^7; and at F] Q S, .2^ 

^Ji^iTiJis^lj ll^^li^n^ .oo the w&er \mmi ## not describe p ^ijggest a 
mm bodi-ibat wWex the red t ed 06 

& adp^e^ "cx#ipnsing; a pteiBly of nested elements" miki® the 

ho! low bod y ; Qfgaa; 

* triUisitiariii5g tlie main body to a rigid state ihipxjsiiig a bad thai, eiamps the 

softtoufeii smfeM^ 
$ a piieata 01: 

m thin the bellow bp$y wg&af 
llic ©fl^ee f at pg, 1 .3 j &ti&& :^^ii^M^^iWt^^%ist' insertion tube 48 oM^p^ 

(la sep p e 4t|; d esc ri bed at pa rag raph 0 1 62 of tlie So ana t$d*^ 
eorr&spottdi m -m ih the res i led mai n bodf , and fee stapling: mmm hi y 6 1 , S I A 3$ 
4$prMitix0ii% • wi ih . t:]if meiied pli cation #y'i:c : ^, S<p*^^ ktwever. does not 
describe 61 A is ^xtendaMe from"' a distal 

r&giotv^f fcforeo^ 61 A o f tlie 

Sonipm^ niclide ilie r^ifed ^pai r csf movable ja^s- ted to 

engage iitis^ue wMim ifee : h&IJsw o^aii/' 

THe El C3a^awl:i pleat and the 
of the - :: Soini$t^J^i0. pubi Seat i on. As. d keasseiiJ in S^ciiiM A abom% neither of these 
I'^fei^tJtees .t!ese : i;bes a method t tiat i nel udes tl ;ie reei ted of ad^anciiig; a ^ body 

MoMfefef a\v & adapted to engage iis^uo w i thin the hoi low ^ body organ. ; 

AeeordingSyv^QaMs^ at least these clen^enis i^eiied in slain? • 43 ^aremt disetosed* 
laugh L >^^g<^ed ; % ! tte S^rieft iel ft ic^to ffl by die eoinbiiiatloji of 
Bmmmmhmn with any of the ot h m ed reference^ and a ;^$e i lie D Ific e Action fatfe 
1 0 set ferh m appropriate ibitnd a i i on tm m$i$M®0k®, mtcmmm m dm; manner 
pr^ posed in the Office Action, there can he no prima facie Mse ;*>f '^\^mmm of ekim 
43; The claim, ajici all of 
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Appiicatvon No- WlM^m Mmtm. Na: : 0B0IM^O2f It 

Amendii:^ c l aims U not ta be e&nstrued as a 

tkditeaiiaa to t&e |?ub};b of any (if the splpcLp^ 

but rather M an attempts e^peiiteiitewa^M. aifet>i^otnee of the eurrMtlv pndfeg 
ciaims. M» itim metier tiiia added. 
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hi view of . lite micfo of ifie |sr^eni|) ? pend i tig el iii ni & m this ^pplieaifon is 

believed to be in cb w$&m : if$$-&\faym^i AccmMn^y, :ixaii«tiio: Is-^^sp^tll^Hy 
feqiieste^ M f h^V^tslsgt^^liig jF^ctt306«s : d«d pm tlii^ ^p^llca tl^ o tsS lite m 
^tis^fn#:ih#;.a telephaoe eonfctoee :: ;w#y-#.pc^it(?.^he pros^uilon of this; 

: Bel0% 

In the 0¥%M -the appropriate: ;$fKl£&r pe tiif^ft is wt : fried herewith and the tly$, 
Patent and Trademark Office <Iciennin.es that m extension amh'or other relief is required. 
Appl icant petitions fopgn*? m\ wm& : relief :bi«i.ti#i)g .^k to^fons- #Hme; and:; a^0ii>n^#g • 
C-ommi^itoef. Ui e tap the cost of Mich ie^s i: d .ue fa eonMe tim 

iviih tMs Ilttig to Oepqsii ^^"imt Nt>* Dae&et No. 

l)SOiNZII15l2 , I k)wever,i the CIto authorized to charge to cost of the 

issue fee to : : i1ji^,p^qs'U. - Afcteexiiit^ 

^1::^^::^ J^k:i::— :;: , 

Joh^|y ;: li. lite 
Regi*m*don Ni).,45J6 : 5 

Charles C. Fowler 
Registration No, 39,675 

C^ittftt&r 415 IB 

Levin© Bagacie Ban L l : F 
2400 Oen| Ro^K Suite 1 20 
f>aio Alio, CA 94303 
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